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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3, 5-11 and 12-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent No 6,650,431 to Roberts et al. 

Regarding claim 1, Roberts discloses a system for processing at least one 
document, (Fig 1) the system comprising: 

at least one input interface; (Fig 1, #102, #104 and #106 are client devices 
that generate documents and print parameters to be sent via a network (#122) to a 
printing control station, #108. Col 6 Lin 29-36) 

at least one document production system operatively connected to said at least 
one input interface; (Fig 1, #110, #112, #114 and #116) 

wherein the at least one input interface transmits at least one page of at least 
one document to the at least one document production system, (Fig 1, Col 6 Lin 29-33 
and Lin 49-55) wherein the at least one document production system utilizes a program 
(Fig 2 #204, #206 and #208, Col 8 Lin 15-34) to assign at least one indicator to the at 
least one page of the at least one document; (Col 7 Lin 43-56 discloses using print 
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tokens and commands so that the control station can identify pages to be sent to 
respective printers based on print parameters, such as B/W or Color printing) and 

responsive to the at least one indicator, (Fig 4 and 5 discloses separating 
pages according to B/W and Color) the at least one document production system 
separates the at least one page of the at least one document from other pages of the at 
least one document. (Fig 1 discloses separate printers used to process B/W and 
Color pages, Col 6 Lin 56-63) 

Regarding claim 2. Roberts further discloses the system of claim 1 , wherein the 
at least one input interface is operatively connected to the at least one document 
production system by at least one network. (Fig 1, #122 and Col 12 Lin 36-44 
discloses the printers of Fig 1 can be connected to the control station via a 
network, #124 and #126 in Fig 1) 

Regarding claim 3, Roberts further discloses the system of claim 1 , wherein the 
program is a tag assignor software program. (Fig 3-5, Col 8 Lin 59— Col 10 Lin 8 
discloses how the parser assigns tags, tokens and identifiers to the pages so that 
the job can be output properly.) 

Regarding claim 5, Roberts further discloses the system of claim 1 , wherein the 
at least one indicator is at least one color content tag. (Fig 5 #508) 

Regarding claim 6, Roberts further discloses the system of claim 1 , wherein the 
at least one indicator is at least one black and white content tag. (Fig 5 #511) 

Regarding claim 7, Roberts further discloses the system of claim 1 , further 
comprising at least one printing station. (Fig 1 #110 and #112) 
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Regarding claim 8, Roberts further discloses the system of claim 7, wherein the 
at least one printing station receives instructions from the document production system 
to print the at least one page of the at least one document separately from the other 
pages of the at least one document. (Fig 1 #110 and #112 discloses that B/W pages 
are sent to one printer, while Color pages are sent to the other printers separately 
from the B/W pages) 

Regarding claim 9, please see rejection of claim 1 above. Additionally, Fig 1 
discloses an apparatus that includes the system as specified in claim 1 . 

Regarding claim 10, please see rejection of claim 1 above. Additionally, the 
system of claim 1 performs the method of claim 10. 

Regarding claim 11, please see rejection of claim 3 above. Additionally, the 
system of claim 3 performs the method of claim 11. 

Regarding claim 13, please see rejection of claim 5 above. Additionally, the 
system of claim 5 performs the method of claim 13. 

Regarding claim 14, please see rejection of claim 6 above. Additionally, the 
system of claim 1 performs the method of claim 14. 

Regarding claim 15, Roberts further discloses the method of claim 14, wherein 
the color content of the at least one page is printed at a first printing station and the 
other pages of the document are printed at a second printing station. (Fig 1 #110 and 
#112 discloses that B/W pages are sent to one printer, while Color pages are sent 
to the other printers separately from the B/W pages, Col 6 Lin 56-63) 
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Regarding claim 16, Roberts further discloses the method of claim 10, further 
comprises storing the at least one indicator on a PDF page of the at least one page. , 
(Col 10 Lin 37-53 discloses format translations, including PDF, so that printers 
can print the pages including the tokens, tags and indicators assigned at the 
control station.) 

Regarding claim 17, Roberts further discloses the method of claim 10, further 
comprises moving the page with the at least one indicator of the at least one page to a 
new document. (Fig 1 #118 and #120 discloses two different sets of pages, i.e. 
separate documents where one could be a color copy and the other a B/W copy.) 

Regarding claim 18, Roberts further discloses the method of claim 10, further 
comprises printing the separated at least one page in combination with the other pages 
of the document. (Fig 1 #114 discloses a merge station for merging the separately 
printed pages in combination with the other pages.) 

Regarding claim 19, Roberts further discloses the method of claim 10, further 
comprises printing the other pages of the document. (Fig 1 #110 and #112, both the 
Color and B/W pages are printed and then merged if necessary.) 

Claim Rejections - 35 (JSC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 4, 12 and 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts as specified in the rejections of claims 1 and 10 above, and 
further in view of US Patent Application Publication No 2003/0103237 to Han. 

Regarding claims 4 and 20. Roberts discloses that the system disclosed can be 
used for other print parameters, outside of the Color or B/W example. Roberts does not 
expressly disclose that indicator assigned to a page is an instructor tag (claim 4) or a 
student tag (claim 20). 

However, Han discloses a device and system (Fig 3) where a user can generate 
copies of a document meant to be used by an instructor or a student, and based off this 
indicator set by the user, (Fig 4) the copies are output in either a presentation mode 
(transparency) or a normal mode (paper). (Para [0013] discloses a situation in which 
there is a presenter (instructor) and attendees (students) watching the 
presentation. As a result of this, copies of a particular document can be output 
based on data entered by a user as seen in Fig 4, so that the appropriate number 
of copies can be output in transparency mode for the presenter, and in normal for 
the attendees.) 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to assign tags to the pages as specified in Roberts, based off the print 
parameters as set in Han which refer to printing copies of a document intended for an 
instructor (transparency) or a student (normal). 
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The suggestion/motivation for doing so would have been to provide an efficient 
system, for producing copies of transparencies and normal paper, so that a print job 
need only be submitted using one print command. (Para [0014]) 

Therefore, it would have been obvious to combine the Roberts and Han 
References in order to obtain the invention as specified in claims 4 and 20. 

Regarding claims 12 and 21 , please see rejection of claims 4 and 20 above. 
Additionally, the systems of claims 4 and 20 perform the methods of claim 12 and 21. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacob P. Rohwer whose telephone number is 571-272- 
5509. The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on 571-272-7314. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Assistant Examiner 
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